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Office Action Summary 



Application No. 

09/239,024 



Applicant(s) 

BUCHWALD ET AL. 



Art Unit 
1621 



Examiner 

Sa muel A Barts , 

- The MAILING DATE of this communication ap pears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

- if NO period for reply is specified above the <!^^^^^^^^^^BP^EO (35 U.S.C. § 133). 

: ^rl^ 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )KI Responsive to communication(s) filed on amendment fifed 8/27/2002 . 
2a)D This action is FINAL. 2b)EI This action is non-final. 

3D Since this application is in condition for allowance except 1"^™^: ^Tw! * ^ * 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) EI Claim(s) 1,3-5 and 8-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI ^inimfsl 1 , 3-5 and 8-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

- , l-l , tot „™ e r Hon /pto jttm 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2Rr U r:rCe^aLT D ^Rev i ew,PT0. 9 48, * □ N*. of P ate n,«on ( PTO- 152 , 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Other. 
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Application/Control Number: 09/239,024 
Art Unit: 1621 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 
1. Claims 1,3-5, and 8-35 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The amendment in question is 
the phrase "at least one non-chelating agent". Applicant has failed to point specifically to 
where support for this amendment is in the specification. Applicant states that it can be found 
throughout the application, including the Exemplification. The examiner did not find any 
support for this language. There is even ambiguity in the specification as to which ligands are 
chelating and which ligands are not. On page 34 line 19 applicant actually states "but probably 
still chelating ligands" when discussing certain bulky and less electron donating ligands. In 
addition, on pages 34-37 applicants constantly refers to chelating ligands being used. 
Therefore, applicant has not demonstrated that at the time that this application was filed that 
the inventive concept of a Group 8 metal with a non-chelating ligand was in his possession. If 
supports for this amendment exist applicant is requested to explicitly point to where in the 
specification such language exist. 



Claim Rejections - 35 USC § 102 
2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 
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3. Claims 1, 3-5 and 8-35 rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hartwig et al (US 6,057,456). For reasons 
see previous office action. Since no support for the amendment exist the previous rejection 
remains valid. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel A Barts whose telephone number is 703-308-4630. The 
examiner can normally be reached on 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johan Richter can be reached on 308-1235. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4556 for regular 
communications and 703-308-4556 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308-1235. 

Primary Examiner 
Art Unit 1621 

s.b. 

September 23, 2002 



